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Appendix 3 - Matters related to 
intellectual property rights 
 
You must take into account the rules laid out below regarding intellectual property rights and 
user rights when determining the price for the Assignment.  

1. Definitions 
 

The concepts listed below have the following meaning:  
 
 ‘Background Knowledge’ means all Intellectual Property Rights and Know-how (including 
material and immaterial property established by these Intellectual Property Rights and Know-
how) where the Contracting Authority respectively the Contractor is the owner or licence holder 
at the commencement of the Contract, or which they develop in parallel but independently of the 
Contract, or where they obtain rights in some other manner independent of the Contract.  
 
 ‘Intellectual Property Rights’, or ‘IER’, means all intellectual and industrial property rights 
including copyrights, related rights, brands, trade names, logos, drawings, models, patents, 
database rights, computer software rights, and semiconductors rights, the right to establish, 
maintain, and renew the aforementioned rights for creations or findings and any rights or 
protection methods of a similar nature or with an equivalent impact that can exist in the world. 
 
 ‘Know-how’ means the entirety of the Intellectual Property Rights consisting of 
knowledge, including scientific, technical, technological, and/or commercial knowledge, that 
arises out of experience, competencies, expertise, and research and that is secret (i.e. not 
generally known or easily available) that is substantial (i.e. important and useful for (i) pertinent 
industrial exploitation, (ii) pertinent product or service, or (iii) the development thereof) and has 
been specified (i.e. described as such or recorded in some other manner that it can be tested 
whether this knowledge satisfies the criteria of secrecy and substantiality). 
 
 ‘New Knowledge’ means all Intellectual Property Rights and Know-How (including material 
and immaterial property established by these Intellectual Property Rights and Know-how) that is 
newly or further developed by the Contractor respectively Client during the execution and/or 
within the scope of the Contract.  
 
 ‘Solution’ means the innovative solution (hereinafter the New Knowledge and Background 
Knowledge that is embodied in the Solution) and all other data, information, materials developed 
or generated by the Contractor within the scope of Contract. 
  
When concepts, such as ‘including’, ‘inclusive of’, ‘inter alia’, ‘also including’, or equivalent 
terminology is used, the list that follows is considered non-exhaustive. 
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2. Overview table and basic principles 
 
The overview table below lists the basic principles (as described below).  
 

 Contractor Client 

Background Knowledge   

                    Contractor’s 
Background Knowledge  

Owned by or in the 
possession of the required 

user rights with the 
possibility of being 

required to provide 
licences to third parties 

when it is a part of the New 
Knowledge; IER safeguard 

and indemnity.  

User rights for use within the 
internal organisation, including 

further research, testing, 
promotion, etc.  

Client’s Background Knowledge  Limited user right solely for 
executing the assignment 

Owned by or in possession of the 
required user rights 

New Knowledge   

Contractor’s New Knowledge  

(excepting New Knowledge developed 
based on Client Background 

Knowledge) 

Owned by with the 
commitment to exploit and 

commercialise subject to 
the exercise of the call-

back option by the Client 
and with the possibility of 
being required to provide 

licences to third parties; 
IER safeguard and 

indemnity.  

User right for use within the 
internal organisation, including 

further research, testing, 
promotion, etc. with the call-back 

option. 

Client New Knowledge (including 
new knowledge developed by the 
Contractor based on Contractor’s 

Background Knowledge) 

No rights   Owned  

 

 
 As a requirement to be able to realise the subject and objectives of this Contract, the 

Contractor must perform Research and Development with the goal of developing substantial 
New Knowledge.   
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 The Client and the Contractor remain the owner (or, when applicable, the licence holder) of 
their respective Background Knowledge. No property is transferred with respect to 
Background Knowledge.  

 
 The Client and the Contractor remain the owner of the New Knowledge they develop. There 

is no transfer of Intellectual Property Rights with New Knowledge, except in the case that 
the Client exercises its call-back option. 

 
 The Client receives the user right on New Knowledge at no cost from the Contractor as well 

as the Contractor’s Background Knowledge that as is reasonably considered necessary to 
fully utilise the Client’s user right on the New Knowledge or to the extent that is relevant in 
any other manner within the scope of the Assignment.  

 
 The Contractor acknowledges and accepts that the Contractor may not have the New 

Knowledge remain unused and that the Contractor may not exploit or misuse a monopoly 
position that may arise based on, inter alia, the New Knowledge. By participation in this 
Assignment, the Contractor undertakes to commercialise the New Knowledge in accordance 
with fair and reasonable market conditions and to do so within a reasonable time span of 
three year of the ending of this Assignment. If the Contractor remains in default, the Client 
can exercise its call-back option in terms of the terms and conditions set out below. The 
above also means that the Contractor can be obligated to licence the New Knowledge and 
Background Knowledge (to the extent embodied in the New Knowledge) to third parties in 
terms of fair market conditions. 

 

A detailed description of the distribution of the Intellectual Property Rights and user rights can be 
found in the following sections. In the event of discrepancies between the above-mentioned 
overview table and/or basic principles and the description set out below, the latter shall take 
precedence. 

3. Background Knowledge 
 

3.1. General 
 
The Contractor declares that the Solution intended for the Client within the scope of the 
Assignment, insofar the Contractor knows or reasonably may presume to know, is not currently 
available in the same manner on the market. The Contractor declares that to be able to execute 
the Assignment, substantial New Knowledge must be developed. New Knowledge developed by 
the Contractor requires that Research and Development services be carried out.  If the 
Contractor only uses well-known knowledge that is available as company-specific or on the 
market and/or in the public domain and/or technologies, this is not considered the development 
of New Knowledge. 
 
The Contractor and the Contracting Authority each remain owner (or, when applicable, licence 
holder) of their respective Background Knowledge. No Intellectual Property Rights is transferred 
with respect to Background Knowledge.  
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3.2. Contracting Authority’s Background Knowledge 
 
The Contractor grants the Client a limited, personal, gratis, revocable, non-exclusive, and non-
transferable user right to the Contractor’s Background Knowledge as agreed in writing exclusively 
insofar necessary to properly execute the Assignment. The Contractor is not permitted to share 
such Background Knowledge on its own behalf or to third parties. The Client is entitled to impose 
further user limitations at any time with respect to the use of its Background Knowledge when 
such limitations are reasonably necessary1.  
 
If the Contractor wishes that its user right on the Client’s Background Knowledge be exercised by 
third-party subcontractors, the Contractor must first obtain written permission from the Client. If 
such user right is granted, the Contractor remains responsible with respect to the Client for the 
use of the related Background Knowledge by the pertinent third parties. The Contractor also 
undertakes to obligate such third parties in writing to comply with the relevant conditions.  
 
At its own discretion, the Client is entitled to suspend granted user rights entirely or partially or 
to terminate said rights in the event that the licence conditions have been violated.  
 
The Contractor undertakes to return all materials provided by the Client to the Contractor within 
the scope of the Assignment when the collaboration is terminated, including reproductions 
thereof, without delay and in all cases at first request.      
 

3.3. Contractor’s Background Knowledge 
 
At the latest by the commencement of the Assignment, the Contractor shall provide the Client 
with an accurate description of the Background Knowledge in writing that will be used in the 
execution of the Assignment. 
 
The Contractor grants to the Client a gratis, irrevocable, non-exclusive, transferable, and a sub-
licence right susceptible of transfer to use the Contractor’s Background Knowledge (without 
limitation in time) solely insofar it is reasonably necessary to optimally and to be fully able to use 
it user right on the Contractor’s New Knowledge (see below), or to the extent needed in any 
other manner relevant within the scope of the Assignment.  

4. New Knowledge 
 

4.1. Contractor’s New Knowledge 
 
The New Knowledge developed by the Contractor (‘Contractor’s New Knowledge’) belongs, from 
the moment it is conceived, to the Contractor unless otherwise agreed upon by the Client and the 
Contractor and subject to what is specified below and in Section 6 (call-back option). 
 
                                                           
1 Inter alia within the scope of applicable law and legislation or when it concerns the Background Knowledge where the Client is 
only a licence holder.  
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To the extent that the Contractor’s New Knowledge is a modification or further development of 
the Client’s Background Knowledge, the property of such New Knowledge will be assigned to the 
Client. The Contractor undertakes to accurately document in writing all uses or further 
development of the Client’s Background Knowledge and to inform the Client of that knowledge 
within a reasonable period of time of the moment it was conceived. 
 
The Contractor also grants, for the entire duration of the pertinent Intellectual Property Rights on 
the Contractor’s New Knowledge, the Client a worldwide, free of charge, irrevocable, non-
exclusive right to use the Contractor’s new knowledge (and the resulting and/or related Solution) 
for the purpose of analysis, evaluation, (further) research, and other (further) development, 
demonstration, and promotion and any other use for its internal organisation. The Client is 
entitled with the scope of the Assignment to make public the (interim) (research) results and 
Solution achieved as well as to use such within the scope of drawing up any other later 
(commercial) Assignment(s) where the Client will have a reasonable consultation with the 
Contractor if they have reasonable grounds to believe the public announcement will prevent the 
Contractor from obtaining particular Intellectual Property Rights for the Solution. 
 
The Contractor undertakes to promptly inform the Client in writing when (i) New Knowledge 
and/or the Solution entirely or partially (possibly) becomes eligible for protection with Intellectual 
Property Rights for New Knowledge and/or Solution, or (ii) the Contractor decides to (directly or 
indirectly) request protection with Intellectual Property Rights for the Solution, Contractor’s New 
Knowledge, or Background Knowledge, or (iii) (directly or indirectly) acquires Intellectual 
Property Rights for the Solution or Contractor’s New Knowledge or Background Knowledge. To 
this end, the Contractor shall provide the Client with additional information and documentation as 
soon as it is available to the Contractor. 
 

4.2. Client’s New Knowledge 
 
New Knowledge developed by the Client within the scope of the Assignment (‘Client’s New 
Knowledge’) belongs to the Client from the moment it arises.   

5. Tangible media – Training and support – Use 
of knowledge 

 

5.1. Tangible media 
 
The Contractor undertakes to provide the Client, at no charge, the relevant Background 
Knowledge and New Knowledge (including all research results, the documentation (including all 
relevant technical and functional specifications) and, when applicable, also the source code for 
the New Knowledge in the form of a usable development and production environment), and all 
information needed to provide the Client access to its granted user rights to fully utilise, to make 
available, and keep such access up to date, and to do so at regular points in time, and in a 
format/on a medium as requested by the Client. The Client and the Contractor will agree upon 
the precise modalities at a later date. If the Client is of the opinion that materials exist, as 
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stipulated in this provision, that are missing, the Contractor shall, without delay, deliver the 
required material, or, provide justified/documented proof that, in their opinion, they have 
satisfied their obligations in accordance with this provision.  
 
The Client acquires, without owing any additional payment, on receipt, the property (but not the 
Intellectual Property Rights), i.e. tangible carrier (e.g. CD-ROM, paper documents), including the 
content specifying New Knowledge, or The Contractor’s Background Knowledge, or the Solution 
and that the Contractor provides to the Client within the scope of the Assignment. The Client is 
entitled to duplicate these carriers and the content therein (entirely or partially) within the scope 
of exercising its granted rights. The Client is not required to return the carriers (and the content 
therein) to the Contractor at the end of the collaboration within the scope of the Assignment. 
 

5.2. Training and support 
 
The Contractor undertakes to offer, at no charge, all relevant training and technical support to 
the Client including that reasonably requested by the Client (or a third party indicated by the 
Client) to ensure it can completely utilise its user rights. 
 

5.3. Use of knowledge 
 
The Client is entitled to make knowledge public (other than Background Knowledge and 
Contractor’s New Knowledge) without restriction including - but not limited to - within the scope 
of public reporting on the progress of the Assignment and within the scope of the commercial 
assignment related to the Assignment. 

6. Exploitation and commercialisation of New 
Knowledge 

 

6.1. Call-back option 

By participation in this Assignment, the Contractor undertakes to carry out all necessary efforts to 
deliver the Contractor’s New Knowledge and Solution as quickly as possible (in all cases within a 
time span of three years on completion of the Assignment) or make it ready for the market via 
third parties and to offer it on the market and exploit it commercially at fair and reasonable 
market conditions. In no event may the Contractor (permit third parties to) utilise the New 
Knowledge and/or Solution contrary to the public order and safety and/or to the disadvantage of 
the public interest. 
 
If the Contractor notifies the Client that they will not satisfy the aforementioned obligations or 
satisfy these obligations when requested by the Client within the period of time specified by the 
Client:  
(i) the Intellectual Property Rights on the New Knowledge and Solution at the discretion of the 
Client automatically transfer exclusively and at no charge to the Client (call-back option). In such 
an event, the Contractor, without delay and at his/her own cost, shall make all efforts and 
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provide assistance, necessary actions, and documents and have these signed that the Client 
deems necessary or useful so it can accomplish the aforementioned transfer of Intellectual 
Property Rights at that time or in the future, and enforce and maintain said rights. The 
Contractor also guarantees that any third parties that is granted use of said Intellectual Property 
Rights will also comply with the aforementioned obligation. 
(ii) the user rights granted to the Client on the Contractor’s Background Knowledge, at the 
discretion of the Client, will be automatically extended at no charge with the goal of unlimited 
usage (by the Contracting Authority or by third parties) for commercial (exploitation) purposes.  
 
The Contractor will be notified in writing of the Client exercising its call-back option regarding the 
Contractor’s New Knowledge and Solution and any extension of its user rights on the Contractor’s 
Background Knowledge. 
 

6.2. Third-party user licences 

At the Client’s request, the Contractor shall grant user licenses in a fair and at reasonable market 
conditions to third parties with respect to the Contractor’s New Knowledge and Solution.  
 
Without any limitation to the foregoing, if the Contractor within the scope of the Assignment 
acquires (registered) Intellectual Property Rights on (a part of) the Solution, Contractor’s New 
Knowledge, or Background Knowledge, and to the extent that such Intellectual Property Rights 
generally prevents the unconditional registration by third parties on any future (commercial) 
assignment, the Contractor undertakes to, without delay, grant a user license to such registrants 
with respect to the relevant part of such New Knowledge or Background Knowledge, at fair and 
reasonable market conditions, if requested by these registrants. 
 

7. Third-party Intellectual Property Rights – 
Guarantee and indemnity 

 
The Contractor is responsible for the (timely) acquisition of any (user) rights related to the 
Intellectual Property Rights of third parties that are needed to carry out the Assignment and to 
be able to grant the described rights to the benefit of the Client (meaning an eventual call-back 
in conformance with Section 6). It is also the explicit responsibility of the Contractor to check 
whether limitations apply to the use of their Background Knowledge and New Knowledge, and if 
so, to: (i) To acquire the permission of the Contractor within the scope of the Assignment. (ii) To 
impose these limitations explicitly on any user right and beforehand notify the Client hereof in 
writing. Otherwise, such limitations shall not be enforceable on the Client. 

The Contractor guarantees that the (user) rights granted to the Client, including in relation to 
their Background Knowledge, Solution, and New Knowledge, does not infringe on others’ rights, 
herein understood to mean Intellectual Property Rights or user rights, nor infringes on contracts 
and/or obligation with respect to third parties. The Contractor also guarantees that there are no 
impending or pending claims against the aforementioned (user) rights against the Contractor due 
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to (alleged) infringements on others’ rights. If this situation changes, the Contractor shall notify 
the Client without delay in writing and in reasonable detail. 

If a claim is made against the Client or a third party entitled to exercise the (user) rights of the 
Client based on an (alleged) infringement of other’s rights contrary to the aforementioned 
guarantee, the Contractor shall, at the first request of the Client, provide all necessary assistance 
to effectively and efficiently organise the defence of the Client or an aforementioned third party. 
The Contractor shall fully compensate the Client and aforementioned third parties for all incurred 
damages and costs due to the defence, case costs, fees for attorneys and/or other experts as 
well as the costs for the compensation of any fines or (damages) (regardless of form) at the first 
request of the Client or aforementioned third parties. In such situations, upon the first request, 
the Contractor also undertakes to repay all payments and (any) other form of payment within the 
scope of implementing the Assignment on behalf of the Client. 
 
The aforementioned indemnification obligations also remains in force in the event that the Client 
exercises its call-back option in accordance with Section 6.1 (i) as well as in the event of an 
extension of the user licence with respect to the Contractor’s Background Knowledge in 
accordance with Section 6.1 (ii). 
 
In the situations specified in Section 6.2 the Contractor will have the same indemnification 
obligation as described above with respect to third parties respectively candidate applicants, 
provided that the Contractor can undertake such an indemnification obligation under reasonable 
and conditions that conform with the market.  
 
The Contractor guarantees and undertakes that any third parties that own the Intellectual 
Property Rights on the Contractor’s New Knowledge, Contractor’s Background Knowledge, or the 
Solution will also commit to the aforementioned indemnification obligation. 


